United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginiu 233 1 3- 1 450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/616,602 


07/10/2003 


Dwight Marcus 


NP0WR-5-US 


3611 



45722 7590 

Howard IP Law Group 
P.O. Box 226 

Fort Washington, PA 19034 



01/30/2009 



EXAMINER 



ALAM, SHAHID AL 



ART UNIT 



PAPER NUMBER 



2162 



MAIL DATE 



DELIVERY MODE 



01/30/2009 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

The time period for reply, if any, is set in the attached communication. 



PTOL-90A (Rev. 04/07) 



Office Action Summary 


Application No. 

10/616.602 


Applicant(s) 

MARCUS, DWIGHT 


Examiner 
Shahid Al Alam 


Art Unit 
2162 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be tinriely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

\' If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent temn adjustment See 37 CFR 1.704(b). 

Status 

1)n Responsive to communication(s) filed on . 

2a)n This action is FINAL. 2b)KI This action Is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 . 453 O.G. 213. 

Disposition of Claims 

4) KI' Claim(s) 104-130 is/are pending in the application. 

4a) Of the above claim(s) 111-130 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 104-110 \s/are rejected. 
?)□ Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing{s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) S Notice of References Cited (PTO-892) 4) □ Interview Sumnriary (PTO-413) 

2) □ Notice of Draflsperson's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Infomiation Disclosure Statement(s) (PTO/SB/08) 5) □ Notice of Informal Patent Application 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 
Reissue Applications 

1. Applicant is reminded of the continuing obligation under 37 CFR 1.178(b), 
to timely apprise the Office of any prior or concurrent proceeding in which Patent 
No. 6,643,641 is or was involved. These proceedings would include 
interferences, reissues, reexaminations, and litigation. 

Applicant is further reminded of the continuing obligation under 37 CFR 
1.56, to timely appraise the Office of any information which is material to 
patentability of the claims under consideration in this reissue application. 

These obligations rest with each individual associated with the filing and 
prosecution of this application for reissue. See also MPEP §§ 1404, 1442.01 and 
1442.04. 

2. This application is objected to under 37 CFR 1 .172(a) as lacking the 
written consent of all assignees owning an undivided interest in the patent. The 
consentof the assignee must be in compliance with 37 CFR 1.172. See MPEP 
§ 1410.01. 

Since there is a change of assignment, a new written consent and 3.73 (b) 
statement needed. 

A proper assent of the assignee in compliance with 37 CFR 1 .172 and 
3.73 (b) is required in reply to this Office action. 
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3. This application is objected to under 37 CFR 1.172(a) as the assignee has 
not established its ownership interest in the patent for which reissue is being 
requested. An assignee must establish its ownership interest in order to support 
the consent to a reissue application required by 37 CFR 1.172(a). The assignee's 
ownership interest is established by: 

(a) filing in the reissue application evidence of a chain of title from the 
original owner to the assignee, or 

(b) specifying in the record of the reissue application where such evidence 
is recorded in the Office (e.g., reel and frame number, etc.). 

The submission with respect to (a) and (b) to establish ownership must be 
signed by a party authorized to act on behalf of the assignee. See MPEP § 
1410.01. 

An appropriate paper satisfying the requirements of 37 CFR 3.73 must be 
submitted in reply to this Office action. 

4. The reissue oath/declaration filed with this application is defective (see 37 
CFR 1.175 and MPEP § 1414) because of the following: Since there is a change 
of assignment, a new written consent and 3.73 (b) statement needed. 

5. Claims 104 - 1 10 are rejected under 35 U.S.C. 251 as being improperly 
broadened in a reissue application made and sworn to by the assignee and not 
the patentee. A claim is broader in scope than the original claims if it contains 
within its scope any conceivable product or process which would have infringed 
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the original patent. A claim is broadened if it is broader in any one respect even 
though it may be narrower in other respects. 

6. The reissue is a broadening reissue because it includes subject matter not 
covered by the patent claims (the subject matter of Figure 3 set forth in new 
claims 104-110. 

7. The broadening does not appear to recapture surrendered subject matter 
because the new claims seem directed to an overlooked aspect of the invention. 

Oath/Declaration 

8. The reissue oath/declaration filed with this application is defective 
because it fails to identify at least one error, which is relied upon to support the 
reissue application. See 37 CFR 1.175(a)(1) and MPEP § 1414. 

The reissue oath/declaration filed with this application is defective 
because it does not adequately identify at least one error as per 37 CFR 
1.175(a)(1). 

Stating that one filed a broadening reissue because "the full breadth of 
available claims was not captured in U.S. Patent No. 6,032,156", without 
identifying the specific feature is not adequate. ("Rather, the oath/declaration 
must specifically identify an error"). 

The reissue oath/declaration, dated July 10, 2003, was found to be 
defective for failing to identify a specific error according to 37 C.F.R. 1.175(a)(1). 
Applicant submitted a supplemental oath/declaration, dated July 27, 2006, which 
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points out that the "material of the invention defined by Figure 3 and set forth in 
claims 104 - 1 10 was not previously covered adequately". 

Since the changes to claim 104 are more than mere spelling, grammar, 
typographical, editorial, or clerical errors, a supplemental oath/declaration is 
needed for the changes. 

Claim Rejections • 35 USC § 251 

9. Claims 104 - 1 10 are rejected as being based upon a defective reissue 
declaration under 35 U.S.C. 251 as set forth above. See 37 CFR 1.175. 

The nature of the defect(s) in the declaration is set forth in the discussion 
above in this Office action. 
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Conclusion 

1 0. Any inquiry concerning tiiis communication or earlier communications from 
the examiner should be directed to Shahid Al Alam whose telephone number is 
(571) 272-4030. The examiner can normally be reached on Monday-Thursday 
8:00 A.M.- 4:00 P.M.. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, John E. Breene can be reached on (571) 272-4107. The 
fax phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Infomiation Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more infomiation about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). If you would like assistance from a USPTO Customer Service 
Representative or access to the automated information system, call 800-786- 
9199 (IN USA OR CANADA) or 571-272-1000. 

/Shahid Al Alam/ 

Primary Examiner, Art Unit 2162 

December 24, 2008 



